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DETAILED ACTION 

1 . This action is in response to the amendment filed on 3/3/2009. Currently, claims 1-8 and 
10-18 are pending. 

Claim Rejections - 35 USC §103 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

3. Claims 1-8, 13-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Groves 
et al. (International Pub. WO 01/98723 Al) in view of Jones (U.S. Patent No. 1,732,938). 

Regarding claims 1 and 2 Groves et al. disclose as shown in Figure 10c, a first collecting 
vessel with a media connection (i.e. inlet) (233), and a second collecting vessel with a media 
connection (i.e. outlet) (234), which are connected to one another by heat exchanger element (i.e. 
tubes) (266) for a first medium. It is noted that 233 and 234, respectively, show a combined 
connector and collection vessel, which are referred to by the same reference number. In addition, 
they show the inlet and outlet for the first fluid media. Also, Groves et al. disclose a housing 
(220), which allows a second medium to pass through the interior and has two media connections 
(i.e. flange) (226). Furthermore, Figure 2 shows a collecting vessel accommodated in the interior 
of the housing at a distance from an inner wall of the housing. It is noted that the flange is part of 
where the second media enters the housing. Furthermore, the housing (220) completely 
accommodates both collection vessels within its interior (as per claim 2) (Figures 10c, 11, and 12 
and pages 16-17). Groves et al. does not disclose the housing that is approximated to be a bone 
shape that has two thick portions and a relatively thin portion between two thick portions. 
However, Jones discloses in Figures 1 and 2, a ventilator (i.e. heat exchanger) having a housing 
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which is approximated to be a bone shape that has two thick portions and a relatively thin portion 
between two thick portions (Lines 59-73). Hence, it would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to modify the teachings of Groves 
et al. with a housing which is approximated to be a bone shape that has two thick portions and a 
relatively thin portion between two thick portions as taught by Jones because the fans of Jones 
create an area in which the flow is restricted much like the collection vessels of Groves et al, 
thus by utilizing the bone shaped concept of Jones, the medium will be able to pass much easier 
through the heat exchanger and thus increase the overall efficiency of the device. It is noted that 
the phrase "configured to direct a flow of the second medium around the collecting vessels" is a 
statement of intended use and the combined teachings of Groves et al. and Jones disclose a 
device which is capable of performing the function. 

Regarding claim 3, Groves et al. disclose a first second media connection (226), with a 
first collecting vessel (233) located in between the first second media connection (226) and the 
heat exchanger element (266). Furthermore, Groves et al. disclose the other second media 
connection (226), with a collection vessel (234) located in between the other second media 
connection (226) and the heat exchanger element (266) (Figures 10c and 1 1). 

Regarding claim 4, Groves et al. disclose a first medium entering collection vessel (233) 
(portion within the housing), flowing in a transverse direction, particularly at a right angel 
through heat exchanger element (266) and exiting through collection vessel (234) (portion within 
the housing) (Figure 10c). 

Regarding claim 5, Groves et al. disclose second media connections (226) pointing in the 
same direction as the flow, which is passing through heat exchanger elements (266) (Figure 10c). 
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Regarding claim 6, Groves et al. disclose first media connections (portions outside of the 
housing of 233 and 234) that point in a transverse direction, in particular at a right angle with 
respect to the flow of the first medium through the heat exchanger element (266) (Figure 10c). 

Regarding claims 7 and 8, Groves et al. disclose first media connections (portions outside 
of the housing of 233 and 234) that point and are aligned in the direction of the longitudinal 
extent of the collection vessels (portion within the housing of 233 and 234) (Figure 10c). 

Regarding claim 13, Groves et al. disclose all the structural features (see claim 1 above), 
which would allow for the heat exchanger to function as a counter flow heat exchanger. It is 
noted that the second media can enter or exit the heat exchanger through either of the 
connections (226). If the first media enters via collection vessel (234) and exits through 
collection vessel (233), the second media traveling through the heat exchanger from connection 
(226) closest to the vessel (233) and exiting the connection (226) near the vessel (234) the heat 
exchanger would function as a counter flow heat exchanger (Figure 1 1). 

Regarding claim 14, Groves et al. disclose all the structural features (see claim 1 above), 
which would allow for the heat exchanger to function as a counter flow heat exchanger. It is 
noted that the second media can enter or exit the heat exchanger through either of the 
connections (226). If the first media enters via collection vessel (234) and exits through 
collection vessel (233), the second media traveling through the heat exchanger from connection 
(226) closest to the vessel (234) and exiting the connection (226) near the vessel (233) the heat 
exchanger would function as a co-current heat exchanger (Figure 1 1). 

Regarding claims 15 and 16, MPEP 2114 clearly states "While features of an apparatus 
may be recited either structurally or functionally, claims directed to an apparatus must be 
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distinguished from the prior art in terms of structure rather than function. Because claims 15 and 
16 fail to further limit the apparatus in terms of structure, but rather only recite further functional 
limitations, the invention as taught by Groves et al. is deemed fully capable of performing such 
function (i.e. being utilized as a charge air cooler for motor vehicles or utility vehicles). 

Regarding claims 17 and 18, MPEP 21 14 clearly states "While features of an apparatus 
may be recited either structurally or functionally, claims directed to an apparatus must be 
distinguished from the prior art in terms of structure rather than function. Because claims 17 and 
18 fails to further limit the apparatus in terms of structure, but rather only recite further 
functional limitations, the invention as taught by Groves et al. deemed fully capable of 
performing such function (i.e. laminar flow through the heat exchanger). Furthermore, the flow 
through the heat exchanger (i.e. laminar or turbulent) depends on a variety of parameters such as 
velocity, Reynold's Number, etc. . . and varying these parameters would produce the desired flow 
sough by one of ordinary skill in the art. 

4. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Groves et al. 
(International Pub. WO 01/98723 Al) in view of Jones (U.S. Patent No. 1,732,938) in further 
view of Hayashi et al. (U.S. Pub No. 2003/0010479). 

Regarding claim 10 it is noted that the combined teachings of Groves et al. and Jones 
disclose all the claimed limitations except having the walls of housing bearing snugly against the 
heat exchanger element. However, Hayashi et al. disclose walls of housing bearing snugly 
against the heat exchanger element (11) (Figure 1 A). Hence, it would have been obvious at the 
time the invention was made to a person having ordinary skill in the art to modify the combined 
teachings of Groves et al. and Jones with the housing bearing snugly against the heat exchanger 
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element of Hayashi et al. because this would allow for increased efficiency within the heat 
exchanger. 

5. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Groves et al. 
(International Pub. WO 01/98723 Al) in view of Jones (U.S. Patent No. 1,732,938) in further 
view of Kale (U.S. Patent No. 6,659,170 Bl). 

Regarding claim 11 it is noted that the combined teachings of Groves et al. and Jones 
disclose all the claimed limitations except a section of the housing forming a housing section for 
a fan. However, Kale discloses a housing for a fan (26) within the main housing (11) (Figure 1 
and column 5, lines 35-45). Hence, it would have been obvious at the time the invention was 
made to a person having ordinary skill in the art to modify the combined teachings of Groves et 
al. and Jones with additional housing for the fan of Kale because the fan would increase the 
efficiency of the heat exchanger as well as create an overall more compact unit. 

6. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Groves et al. 
(International Pub. WO 01/98723 Al) in view of Jones (U.S. Patent No. 1,732,938) in view of 
Kale (U.S. Patent No. 6,659,170 Bl) and further in view of Guatelli et al. (French Pub. No. 
2605685). 

Regarding claim 12 it is noted that the combined teachings of Groves et al, Jones and 
Kale disclose all the claimed limitations except the fan housing embodied as a helical housing. 
Guatelli et al. disclose a housing for a helical fan (Figure 1). Hence, it would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to modify the 
combined teachings of Groves et al., Jones and Kale with the helical fan housing of Guatelli et 
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al. because the helical shape of the housing would increase the fan efficiency as well as create an 
overall more compact unit. 

Response to Arguments 

7. Applicant's arguments filed 3/3/2009 have been fully considered but they are not 
persuasive. 

In response to applicant's argument that the combined references (Groves and Jones) do 
not direct a flow of a second medium around the collection vessel, a recitation of the intended 
use of the claimed invention must result in a structural difference between the claimed invention 
and the prior art in order to patentably distinguish the claimed invention from the prior art. If the 
prior art structure is capable of performing the intended use, then it meets the claim. The 
combined teachings of Groves and Jones disclose the necessary structure (i.e. bone shaped 
housing) needed to perform the intended function. Thus, applicant's arguments are unpersuasive 
and the rejection is maintained. 

8. In response to applicant's argument that there is no suggestion to combine the references, 
the examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988)and/« re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 
In this case, Jones was utilized to teach the general shape of a housing, which has a fluid passing 
inside it, thus this teaching can be implied to heat exchanger housings which also have fluids 
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circulating inside of them. Thus, applicant's arguments are unpersuasive and the rejection is 
maintained. 

Conclusion 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BRANDON M. ROSATI whose telephone number is (571)270- 
3536. The examiner can normally be reached on Monday-Friday 8:00am- 4:30pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Cheryl Tyler or Frantz Jules can be reached on (571) 272-4834 or (571) 272-6681. 
The fax phone number for the organization where this application or proceeding is assigned is 
571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Cheryl J. Tyler/ 


5/7/2009 
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